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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nnay be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[3 Responsive to communication(s) filed on RCE filed on 10/28/04 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

Z)\Z\ Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 
closed in accordance with the practice under Ex pa/te Qi/ay/e, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Clainn(s) 1-32 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) [EI Claim(s) 1-32 is/are reiected. 
?)□ Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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3. n Copies of the certified copies of the priority documents have been received in this National Stage 
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Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Q Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) O Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . e) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1 -04) 



Office Action Sunfimary 



Part of Paper No./Mail Date 20041 115 



Application/Control Number: 09/492,336 
Art Unit: 2624 



Page 2 



DETAILED ACTION 

This action is responsive to the following communication: RCE filed on 10/28/04. 

• Claims 1-32 are pending in application; ©Claims 1, 5, 9, 13, 17, 21, 25 and 29 are amended by 
applicant. 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly indicative of 
the invention to which the claims are directed. 

Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except ttiat an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-4, 9-12, 17-20, 25-28 are rejected under 35 U.S.C 102(e) as being anticipated 
by Shima (U.S. 6149323). 

Regarding claim 1, Shima discloses an information processing apparatus (host computer 
1, fig. 2) for producing print data (i.e. documents, fig. 2), which is interpretable by a printer 
(printers A & B, fig. 2), based on document data produced by an application (application 
incorporated within the host computer, fig. 2), comprising: 

• combined settings registration means (host computer includes a setting device for receiving a 
setting value specifying a print mode "A1-B4", fig. 2, col. 2, lines 46-48) for combining each 
value of a plurality of setting items (i.e., paper orientation, page size, resolution, and color 
conversion, col. 5, lines 10-15) into a combined s e tting and fo r re g i st m ng th e c omhinerl setting 
by name in a combined setting list of a favorites database (the names of the stored setting values 
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based upon user's interests can be displayed in the form of a list or a table, enabling the users to 
readily select a desired setting value, col. 3, lines 17-19 and Fig. 4, and col. 7, lines 40-49 and 
stored in database hard disk 55, fig. 4, the examiner interprets the stored setting files as shown in 
hard disk 55 as favorite database) is performed via a setting sheet (is performed via a user 
interface provided by printer driver 67, fig. 5); 

• selection means (selector, col. 2, lines 49-52 and keyboard, fig. 4) for selecting one of the 
combined settings registered in said combine setting list by designation a name of one of the 
combined settings (, i.e., Fal.EJL & Fa2.EJL, Fig. 4); 

• display control means (host computer includes a monitor for displaying plurality of setting 
values files and for controlling display of each value of the plurality of the setting items all the 
setting items ''Fal.EJL", fig. 4, col. 3, lines 1-15 and col. 5, lines 35-40) of one combined setting 
in the setting sheet when the one combined setting is selected by said selection means; 

• exporting and importing means (host computer 1, fig. 2) for exporting the combined setting as 
a setting file (exporting and storing the setting values as the setting files, i.e., A1-A4, fig. 2 and 
fig. 4, in the storage device of host computer) in response to an export instruction, and for 
importing the setting file (setting files can be imported to different host computers connected via 
a network and/or locally connected, col. 5, lines 1-20 and col. 6, lines 1-16) in response to an 
import instmction and adding the combined setfing of the imported setting file into the favorites 
database (i.e. Al-Al, Bl, fig. 6, the setting files that are being used frequently); 

• wherein the exported setting file is importable by different printer drivers (setting file can be 
imported to different computers/drivers, i.e. drivers A, B, fig. 2, col. 3, Unes 1-15 and col. 6, 
lines 1-15). 

Regarding claim 2, Shima further discloses an information processing apparatus further 
comprising: input means (keyboard, col. 5, line 3) for inputting a name (the newly determined 
setting value is assigned a name and is stored in a hard disk, col. 5, Inies 3-5) of the combined 
settings, wherein said combined setting registration means registers the combined setting in 
association with the name inputted by said input means. 
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Regarding claim 3, Shima further discloses an information processing apparatus, wherein 
the combined setting can be registered by said combined setting registrations means from the 
plurality of setting sheets (resolution, paper orientation, page size settings sheets into a new 
setting value, col. 5, lines 10-20). 

Regarding claim 4, Shima further discloses an information processing apparatus, wherein 
said printer is controlled by a printer driver ("printer driver", a device capable of activating or 
controlling a printer, col. 2, hnes 25-29) which includes said combined setting registration means 
(Fig. 2, col. 4, lines 6-20). 

Regarding claims 9-12: Claims 9-12 are the methods corresponding the apparatus and 
recite Umitations that are similar and in the same scope of invention as to those in claims 1-4; 
therefore, claims 9-12 are rejected for the same rejection rationale/basis as described in claims 1- 
4 above. 

Regarding claims 17-20, 25-28: Claims 17-20, 25-28 recite limitations that are similar 
and in the same scope of invention as to those in claims 1-4 except computer readable memory 
for storing computer programs. All computers/printers have some type of computer readable 
medium (i.e. storage device 81, fig. 6) for storing computer programs, hence claims 17-20, 25-28 
would be rejected using the same rationale as in claims 1-4. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patente:d and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the inveiition was made. 
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4. Claims 5-7, 13-15, 21-23, 29-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shima as described in claims 1,9, 17, and/or 25 above, and in view of Maniwa 
et al(U.S. 5768483). 

Regarding claim 5, Shima does not explicitly disclose wherein changing means for, in 
case of changing one value of the setting items via the setting sheet, changing the displayed 
name of the combined setting Hst so as to inform a user that the changed value, is different from 
the value of the setting items associated with the name of the combined settings. 

Maniwa, in the same field of endeavor for printer driver, discloses a changing means, for 
in case of changing one value of the setting items via the setting sheet, changing the displayed 
name of the combined setting list so as to inform a user that the changed value is different from 
the value of the setting items associated with the name of the combined settings (print 
profile/settings can be edited and changed to a different name, col. 9, lines 15-22 and col 18, 
lines 20-48). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Shima as per teachings of Maniwa because of a following reason: (1) it is 
quick and cost effective by modifying an existed printer's profile (printer settings file) by 
changing one or more value of the existed file instead of creating a whole new file. (2) changing 
a modified file to a new/different name is to distinguish between an old file and new file 
(obviously, the attributes of these two files are different; therefore, different names are needed 
for clarification). 

Therefore, it would have been obvious to combine Shima with Maniwa to obtain the 
invention as specified in claim 5. 

Regarding claim 6, Shima further discloses an information processing apparatus further 
comprising name assigning means for, when the setting items are changed (Fig. 3), displaying a 
name of the original combined setting and a change to the original combined setting in a 
recognizable manner (Fig. 3 shows S6, wherein if none of the setfing values are selected from the 
setting values list, then the users proceed to generate a new setting value. The new setting value 
and old setting value are displayed on Fig. 4, i.e. "Fa2.EJL" and "Fal.EJL", col 7, lines 16-22). 
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Regarding claim 7, Shima further discloses an information processing apparatus, wherein 
a setting item of the combined setting has a registration function (a list of names of the document 
files corresponding to the conventional setting value values registered in the table is indicated on 
a display, col. 5, lines 28-39), and when detailed setting of the setting item is changed (if the user 
decides that the contents of the selected setting value "Bl" are unacceptable, the user can enter a 
print instruction by inputting a new setting value from the input device, col 7, lines 16-34) at a 
time when the changed detailed setting is not registered in the setting item, said name assigning 
means adds a temporary option (printer driver decides whether the user has selected an option for 
newly determining a setting value or not, col. 4, Hnes 65-67 and col. 5, lines 1-9 and Fig. 3) to a 
selection list and assigns the temporary option (paper orientation, col. 5, lines 1-20) to setting 
item set in the combined setting. 

Regarding claims 13-15: Claims 13-15 are the methods corresponding the apparatus and 
recite limitations that are similar and in the same scope of invention as to those in claims 5-7; 
therefore, claims 13-15 are rejected for the same rejection rationale/basis as described in claims 
5-7 above. 

Regarding claims 21-23, 29-31: Claims 21-23, 29-31 recite hmitations that are similar 
and in the same scope of invention as to those in claims 5-7 except computer readable memory 
for storing computer programs. All computers/printers have some type of computer readable 
medium (i.e. storage device 81, fig. 6) for storing computer programs, hence claims 21-23, 29-31 
would be rejected using the same rationale as in claims 5-7. 

5. Claims 8, 16, 24, 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shima and Maniwa as applied to claim 7, 15, 23, and/or 31 above, and in view of Takahashi et al 
(U.S. 6424429). 

Regarding claim 8, Shima does not disclose expressly an information processing 
apparatus, wherein the setting item having a registration function is a stamp setting for adding a 
stamp to the document data. 
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Takahashi discloses an information processing apparatus (computer, Fig. 1), wherein the 
setting item having a registration function is a stamp setting (setting data for a print mode 
includes "stamp setting" such as a message "Urgent" onto the document data, col. 15, lines 19- 
25) for adding a stamp to the document data. 

Shima and Takahashi are combinable because they are from the same field of endeavor 
for information processing apparatus. It would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to modify Shima' s information processing apparatus by 
the teachings of Takahashi because of the following reasons: (1) to allow documents to be 
printed without having to reset the print mode settings when various documents are printed in a 
later time; thereby, reduces time and saves cost (Shima, col. 2, lines 15-20); (2) adding a stamp 
message "Urgent" to the document increases the importance of the document, allowing the users 
to respond to the document promptly and in a timely manner. 

Therefore, it would have been obvious to combine Takahashi with Shima to obtain the 
invention as specified in claim 8. 

Regarding claim 16: Claim 16 is the method claim corresponding to the apparatus claim 
8. The methods are included by the operation of the apparatus. Please see claims rejection 
basis/rationale as described in claim 8 above. 

Claims 24 and 32 correspond to claim 8 except computer readable memory medium for 
storing program is claimed rather that printing system or data output apparatus. All computers 
have some type of computer readable memory medium (hard disk, fig. 4 of Shima) for storing 
computer programs, hence claims 24 and 32 would be rejected using the same rationale as in 
claim 8. 
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Response to Arguments 

Applicant's arguments filed 6/22/04 have been fully considered but they are not persuasive. 

• Regarding claims 1, 9, 17, and 25, the applicants argued the cited prior art does not teach: 
exporting and importing means for exporting the combined setting as a setting file in response to 
an export instruction, and for importing the setting file in response to an import instruction and 
adding the combined setting of the imported setting file into the favorite database. 

In response: The examiner will note that Applicants are arguing subject matter not previously 
claimed in claims 1,9, 17, and 25. Nowhere in previously claims 1, 9, 17, and 25 that apphcants 
recite the nature of "exporting and importing means for exporting the combined setting as a 
setting file in response to an export instruction, and for importing the setting file in response to 
an import instruction and adding the combined setting of the imported setting file into the 
favorite database". However, Shima explicitly teaches (•) exporting and importing means (host 
computer 1, fig. 2) for exporting the combined setting as a setting file (exporting and storing the 
setting values as the setting files, i.e., A1-A4, fig. 2 and fig. 4, in the storage device of host 
computer) in response to an export instruction, and for importing the setting file (setting files can 
be imported to different host computers connected via a network and/or locally connected, col 5, 
lines 1-20 and col. 6, lines 1-16) in response to an import instruction and adding the combined 
setting of the imported setting file into the favorites database (i.e. Al-Al, Bl, fig. 6, the setting 
files that are being used frequently). 

• Regarding claims 5, 13, 21, and 29, the apphcants argued the cited prior art does not teach: 
exporting and importing means. Please see responses to claim 5, 13, 21, and 29 above for more 
details. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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• U.S. 6384923 to Lahey, teaches a method for creating print setting files and stored in storage 
device. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L Pham whose telephone number is (703) 305-1897. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (703)308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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